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Mistake in Examiner's Summary of the Disposition of Claims 

In the Office Action dated September 25, 2007, Examiner indicates that Claims 33-38 
are withdrawn. However, Applicant believes that this is a mistake and respectfully submits that 
only Claims 35-38 are withdrawn. Applicant respectfully requests that Examiner make the 
necessary correction. 

Rejection of Claims 1-32 under 35 U.S.C. §T0Va^ 

Claims 1-32 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Shrinivasan et al. (US 6,848,458) in view of Kwang et al. (US 6,402,849). 

For a §103 obviousness rejection to be proper, the Examiner must meet the burden of 
establishing that all elements of the invention are disclosed in the prior art; that the prior art 
relied upon, coupled with knowledge generally available in the art at the time of the invention, 
must contain some suggestion or incentive that would have motivated the skilled artisan to 
modify a reference or combined references; and that the proposed modification of the prior art 
must have had a reasonable expectation of success, determined from the vantage point of the 
skilled artisan at the time the invention was made. MPEP 2143. 

Claim 1 recites an apparatus for processing an object with a supercritical processing fluid, 
comprising "a supercritical processing chamber formed within a chamber housing formed of 
substantially planar walls having a thickness; and a fluid circulation loop integrally formed of 
elongated apertures formed within the thickness and substantially parallel to the walls of the 
chamber housing." 

Applicant respectfully submits that Shrinivasan fails to disclose, teach, or even suggest a 
fluid circulation loop integrally formed of elongated apertures formed within the thickness and 
substantially parallel to the walls of the chamber housing, as recited in Claim 1. Applicant 
cannot find any mention of this feature in Shrinivasan. On Page 3 of the Office Action dated 
September 25, 2007, Examiner even admits that Shrinivasan "fails to disclose that the circulation 
loop is integrally formed within thickness and parallel to the walls of the chamber housing." 
However, Examiner asserts that Kwang discloses a fluid circulation loop formed of elongated 
apertures formed with the thickness and parallel to the walls of the chamber, and that it would 
have been obvious to one skilled in the art to include a circulation loop, as disclosed in Kwang, 
into the apparatus of Shrinivasan for the purpose of making the circulation loop an integral part 
of the chamber. Applicant respectfully disagrees with Examiner's assertions. 

Applicant respectfully submits that Kwang does not disclose a fluid circulation loop in 
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any form. Although Examiner cites injection portion 150 and exhaust portion 180 as the 
elongated apertures formed within the thickness of the chamber, it is clear from the description 
and the figures in Kwang that they do not form a fluid circulation loop. As would be appreciated 
by one ordinarily skilled in the art, a loop is a path that starts and ends at the same point. 
Therefore, a fluid circulation loop is a path that is configured to recirculate fluid. Injection 
portion 150 and exhaust portion 180 in Kwang do not form a loop, but rather a line. As seen in 
FIGS. 1, 6 and 8, and throughout the description (e.g., Col. 4, line 57 - Col. 5, line 4) of Kwang, 
injection portion 150 supplies fluid into the process tube and exhaust portion 180 evacuates fluid 
from the process tube without recirculating any of the fluid. Exhaust portion 180 does not lead 
back to injection portion 1 50 in any way, shape or form. Since Kwang does not even disclose a 
fluid circulation loop, it cannot disclose a fluid circulation loop formed within the thickness of 
the walls of the chamber housing. Therefore, Applicant respectfully submits that since neither 
Shrinivasan nor Kwang disclose a fluid circulation loop formed within the thickness of the walls 
of a chamber housing, Examiner has failed to establish that all elements of the present invention 
are disclosed in the cited prior art. 

Furthermore, even if Kwang did disclose a fluid circulation loop formed within the 
thickness of the walls of the chamber housing, Applicant respectfully submits that it would not 
have been obvious to one ordinarily skilled in the art to modify the apparatus of Shrinivasan to 
include such a loop, as there is no suggestion or incentive in the prior art that would have 
motivated one skilled in the art to make such a modification. 

One of the main purposes and objectives of the Shrinivasan apparatus is to provide 
flexibility (Col. 1, lines 40-43 and Col. 2, lines 13-16). In this respect, Shrinivasan actually 
teaches away from Examiner's proposed modification, as modifying the Shrinivasan apparatus so 
that the recirculation system is formed within the thickness of the chamber housing would 
severely diminish its flexibility. Restricting the fluid circulation loop to the confines of the 
chamber housing walls decreases the modular nature of the Shrinivasan apparatus, thereby 
reducing its flexibility. For example, recirculation system 108, as seen in FIG. 5 of Shrinivasan, 
comprises a multitude of components within the circulation path. Such components include 
valves 134 and 148, filters 136 and 146, mixer 144, pump 138, electrical motor 140 for pump 
138, and pressure sensor 150. Incorporating all of these components into the fluid circulation 
loop is significantly more difficult when the fluid circulation loop is formed from elongated 
apertures formed within the thickness of the chamber housing walls. Furthermore, adding and 
removing these components once the apparatus is formed becomes much more difficult, since 
accessing components that are within the thickness of a wall can be complicated. The flexibility 
of simply adding them or removing them to reconfigure the system in order to accommodate 



Page -3- 



PATENT 

Atty . Docket No . : SSI-08300 

different cleaning regimens becomes severely limited. 

Additionally, Examiner asserts that the motivation for making the proposed modification 
is for the purpose of making the circulation loop an integral part of the chamber. This reasoning 
appears to be circular, as Examiner is arguing that the reason for the modification is to make the 
modification. Examiner attempts to support this reasoning by arguing that the unity or diversity 
of parts would depend more upon the choice of the manufacturer, and the convenience and 
availability of the machines and tools, than on any inventive concept, citing In re Lockhart, 90 
USPQ 214 (CCPA 1951). However, the situation in Lockhart is distinguishable from the present 
situation. In Lockhart, the court found no invention in permanently mounting a needle in an 
intimate non-slipping engagement with the material of a syringe barrel. This securing of the 
needle to the syringe barrel is different from and not as involved or as structurally significant as 
the forming of the fluid circulation loop from elongated apertures formed within the thickness of 
the chamber housing walls. The present invention involves more than the mere attachment of 
one component to another. It involves the forming of one component within another. 

Therefore, Applicant respectfully submits that Claim 1 is non-obvious and patentable 
over Shrinivasan in view of Kwang. 

Since Claims 2-9 depend from Claim 1, Applicant respectfully submits that Claims 2-9 
are also patentable as they contain the same limitations as Claim 1 . 

Applicant respectfully submits that the same arguments made above with respect to the 
patentability of Claim 1 are applicable to the patentability of Claim 10 as well. 

Since Claims 1 1-25 depend from Claim 10, Applicant respectfully submits that Claims 
1 1-25 are also patentable as they contain the same limitations as Claim 10. 

Applicant respectfully submits that the same arguments made above with respect to the 
patentability of Claim 1 are applicable to the patentability of Claim 26 as well. 

Since Claims 27-34 depend from Claim 26, Applicant respectfully submits that Claims 
27-34 are also patentable as they contain the same limitations as Claim 26. 

Applicant respectfully submits that Claims 1-34 are currently in condition for allowance. 
Reconsideration and withdrawal of the rejection is respectfully requested. 

CONCLUSION 

In view of the foregoing, Applicants respectfully submit that Claims 1-34 are in condition 
for allowance. Reconsideration of the rejections is respectfully requested. Allowance is earnestly 
solicited at the earliest possible date. Should the Examiner have any questions or comments, the 
Examiner is encouraged to call the undersigned at (408) 530-9700 to discuss the same so that any 
outstanding issues can be expeditiously resolved. 
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Respectfully submitted, 
HAVERSTOCK & OWENS, LLP 



Dated: ( -^>- By . 

Thomas B. Haverstock 
Reg. No. 32,571 
Attorney for Applicants 
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